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DETAILED ACTION 

This office action is in response to the request for continued examination filed 
December 23, 2003. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Watanabe et al. (U.S. 5,844,31 1 ). 

Watanabe (Fig. 4) discloses: 
(cl. 1) a sealing structure for multi-chip modules, comprising: a wiring board (41) having 
one face (e.g. top portion) mounted with a plurality of semiconductor devices (42) and 
another face having connecting pins (43) arranged thereover; a frame (e.g. not labeled 
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connected to c ring and o-ring) having a thermal expansion rate compatible with that of 
the wiring board (aluminum and ceramic; Col 2, Lines 14-17) provided on the 
circumference of that face of the wiring board mounted with the semiconductor devices; 
a cap (44, 47) covering the plurality of semiconductor devices, a heat conducting 
material (46) provided between the plurality of semiconductor devices and the cap for 
transmitting heat generated by the plurality of 

semiconductor devices to the cap; an attachment (e.g. screw, not labeled) for fixing the 
frame and the wiring board to each other, and an intervening member (c-ring, 49 and o- 
ring, not labeled) disposed between the frame and the cap such that the frame and the 
cap are spaced apart wherein there is an absence of any direct physical contact 
between the frame and cap; 

(cl. 2, 3) wherein the intervening member comprises an elastic/ packing substance (e.g. 
0-ring, not labeled & c-ring, 49 whereby the ring is a part of the packaging and therefore 
is packing material; 

(cl. 7) the cap comprises an air-cooled heat sink (47). 

Watanabe does not explicitly disclose the features of its admitted prior art, 
WAP A, has a cap with a thermal expansion rate different from that of the frame. 

However, Watanabe (Col. 3, Lines 51-53 & Col. 4, Lines 50-55) discloses for its 
invention a frame having a thermal expansion rate compatible with that of the wiring 
board and its cap having a thermal expansion rate different from that of the frame (e.g. 
same materials as claimed). 

It would have been obvious to one of ordinary skill in the art to modify WAPA 
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such that its frame has a thermal expansion rate compatible with that of the wiring board 
and its cap having a thermal expansion rate different from that of the frame in order to 
lessen warp an insure reliability of connections as taught by Watanabe (Col. 6, Lines 5- 
13). 

Furthermore with respect to the selection of materials in claims 2, 4-6 and 8 
being FeNi, AL, CU, plastic and elastic, these are common material used for cap and 
frame materials in packages as evidenced by Watanabe, its selection would have been 
obvious to one of ordinary skill in the art, since it has been held that the selection of a 
known material based on its suitability for its intended use supported a prima facie 
obviousness determination. Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 
65 USPQ 297 (1945). 

With respect to claim 5, the prior art forms the same structure as claimed. 
Although Watanabe does not appear to explicitly teach the process limitations of the 
intervening member being "slidably disposed between the frame and the cap," the 
product of Watanabe inherently possesses the structural characteristics imparted by the 
process limitation. See In re Fitzgerald, Sanders, and Bagheri, 205 USPQ 594 (CCPA 
1980). 

Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kohara et al. (U.S 4,654,966) in combination with Satoh et al. (U.S. 5,276,289). 

Kohara (Fig 1; Column 1, Lines 20-51) discloses a sealing structure for multi-chip 
modules comprising an inherent wiring board (7) having one face mounted with a 
plurality of semiconductor devices (6) and another face having connecting pins (8) 
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arranged thereover, a flange that gives structure strength and therefore is a frame (2) 
inherently having a thermal expansion rate compatible with that of the wiring board 
(frame bonded to board), an air-cooled heat sink cap (1) covering the plurality of 
semiconductor devices, the cap having a thermal expansion rate different from that of 
the frame, a heat conducting material (5) provided between a plurality of the 
semiconductor devices and the cap for transmitting heat generated by the plurality of 
semiconductor devices to the cap, an inherent attachment for fixing the frame and the 
wiring board to each other (Column 1 , Lines 36-37) and an elastic O- ring intervening 
member (4) disposed between the frame and the cap for joining the frame and the cap 
to each other ; whereby the ring is a part of the packaging and therefore is packing 
material. 

Kohara does not disclose its frame and cap spaced apart without any physical 
contact. 

However Satoh (Fig. 9) shows a cap attached to a spaced apart (e.g. space 
taken by adhesive, 13). 

Because use of adhesive is one of a finite methods to solve the problem of 
attaching caps to frames as evidenced by Thomas, it would have been obvious to one 
of ordinary skill in the art to try using known adhesives as an alternative attachment 
means. E.g. KSR v Teleflex, 550 U.S. ,17 (2007) (finding that when there is a design 
need or market pressure to solve a problem and there are a finite number of identified, 
predictable solutions, a person of ordinary skill has good reason to pursue the known 
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options within his or her technical grasp. If this leads to the anticipated success, it is 
likely the product not of innovation but of ordinary skill and common sense). 

With respect to claim 5, although Kohara does not appear to explicitly teach the 
process limitations of the intervening member being "slidably disposed between the 
frame and the cap," the product of Kohara inherently possesses the structural 
characteristics imparted by the process limitation. See In re Fitzgerald, Sanders, and 
Bagheri, 205 USPQ 594 (CCPA 1980). 

With respect to the selection of materials in claims 2, 4-6 and 8 being FeNi, AL, 
CU, plastic and elastic, these are common material used for cap and frame materials in 
packages as evidenced by Watanabe, its selection would have been obvious to one of 
ordinary skill in the art, since it has been held that the selection of a known material 
based on its suitability for its intended use supported a prima facie obviousness 
determination. Sinclair & Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 USPQ 
297(1945). 

Allowable Subject Matter 

Claims 9-12 are allowable. 

The following is a statement of reasons for the indication of allowable subject 
matter: the prior at does not disclose or make obvious a fastener fastening a first and 
second frame and cap together wherein there is an absence of any direct physical 
contact between the cap and either of the frames including all the limitation of the 
independent claims. 

Response to Arguments 
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Applicant's arguments with respect to his amended claims have been considered 
but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES M. MITCHELL whose telephone number is 
(571 )272-1 931 . The examiner can normally be reached on M-F 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Whitehead Jr. can be reached on (571) 272-1702. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/Carl Whitehead Jr./ 

Supervisory Patent Examiner, Art Unit 2813 

April 13, 2008 
/James M. Mitchell/ 
Examiner, Art Unit 2813 
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